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Rh MARKS 

The Pending ( 

Claims 1 - 1 0 arc current!} pending. Claims 1 -8 are directed to a negath e-working 
heat-sensiti\ e material lor making a lithographic printing plate by direct-to-platc 
recording. Claims 9- 10 are draw n to a direct-to-plate method of making a lithographic 
printing plate. Reconsideration of the pending claims is respectfully requested. 

Summary of I he Office . lefion 

Claims 1-2. 4-7. 9 and 10 stand rejected under 35 l .S.C. $ 102(h) as being 
anticipated b\ DeBoer (i.e.. WO 99 19143). Claims 3 and <S stand rejected under 35 
l .S.C. ^ 103(a) as being unpatentable o\er DeBoer in view of Van Damme et al. {i.e.. 
l .S. Patent No. 6.399.276). 

Discuwion of (he Anticipation and Obviousness Refections 

1 he anticipation and obviousness rejections are predicated on DeBoer. alone or in 
combination with Van Damme et al. The present invention (as defined by the pending 
claims), howexer. is quite different from DeBoer and Van Damme et al.. alone or in 
combination, and there is no suggestion in DeBoer or Van Damme et al. as to how to 
modify the DeBoer and Van Damme et al. disclosures to achieve the present invention. 

DeBoer is directed to a lithographic printing plate made by coating a support web 
\\ ith a eoe\lensi\ e ink recepti\ e photothermal coin ersion layer and then overcoating w ith 
an ink repellant la> er comprising a cross-linked poh meric matrix containing a colloid of 
an oxide or a In droxide selected from a group of metals, along w ith a photothermal 
coin ersion material. I he ( >ffiee alleges that a "sulfonic acid surface modified carbon 
meets the present limitations lor the organic compound of formula ( II f (( )ffice Action, 
page 3 ). I he Applicants disagree. Put simpl\ . carbon black consists of <. A '»u -*uai . u iJ "<>>: 
(.sec. "pigment" (b). II U kH's Cm \1U \l Du I K »\ \m . 3rd I d.. \lc( iraw-l lill Book Co.. 
Inc. ( 1 044 i at page 659 i. as di >tinguished from organic compounds which arc based on 
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other elements [see. dk I U >V\RY (>I SC I f \ 1 II IC AM > If ( I IMC \ I I I K MS. 4th Id.. 
McC iraw -I lill Book ( 'o.. Inc. ( 1 ^8S> ) at page 1 334 ). As Mich, carbon black is essential!) 
based onlv on carhon atoms, whereas, on the contrary, an organic compound is 
essentially based on carhon and hydrogen atoms. Therefore, for an ordinarily skilled 
artisan, a pigment such as carbon black cannot be considered as a macromoleculur 
organic radical. 

In support of its argument, the Office states "Carhon is an organic element and 
organic chemistry is the study of carbon compounds" (Office .Action, page 6). This is 
simply insufficient to support the Office's argument that elemental carbon anticipates an 
organic compound. Quite simply, follow ing this line of reasoning, any organic 
compound would be anticipated, or at least rendered obxious. by elemental carbon. The 
fact that an invention comprises a combination of known methods and or known starting 
materials does not defeat the right to a patent grant. See, generally. I r romson v. Advance 
Offset Plate, Inc.. 755 I .2d 1549. 1556. 1556 n.3 (l ed. Cir. 1985) ("There is no basis in 
the law. however, for treating combinations olA^ld elements differently in determining 
patentability:" "Only (Tod works from nothing. Men must work with old elements") 
(citations omitted): Roscniount, Inc. v. Beckman Instruments. Inc.. 727 f .2d 1540. 1546 
(led. Cir. 1984) ("a combination ma\ be patentable whether it be composed of elements 
all new. partly new. or all old"). Nothing in the record suggests that the Boer 
contemplated the use of organic compounds the disclosure is limited to the use of 
carbon black [i.e.. elemental carbon). \Ierel\ pointing to "organic chcmi>tr\" as "the 
stud\ of carbon compounds" cannot be sufficient to make the leap from "carbon black" to 
the claimed organic radicals. As such DcBoer cannot be said to teach or fairly suggest 
the use of the organic radicals as recited in the claims of the present application. 

The Office's reliance on Van Damme el al. is also misplaced. Van Damme el al. 
is. at best, prior art under ^5 I SC. $ 102(e). I low e\ er. Van I Ximme et al. w as 
commonh owned at the time of the present invention (sec attached Statement ol 
Common ( >w nership i. According! \ . Van Dam me et al. ma> not be relied upon as a basis 
lor a rejection under o I'.S.C '. ^ I 0 3 ( a ) ( v c .o I .S.( . > 1 0 m c ) ). Applicants note thai 
Van Damme et al. ne\ ertl-eless fails to remed\ the shortcoming ot Boer el al. to leach or 
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fairl\ sugyest the claimed organic radicals as employed in the present in\enti\e 
compositions and methods. 

in view of the toreyoiny. the rejections under 35 I .S C . ^ 102(b) and 103(a) are 
improper and withdrawal of the rejections is respectfully requested. 
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STATFMFM OF COMMON OWNFRSHIP 

I he \'an I )amme el ai. is assigned lo .Ay fa ( ie\ aert and w as assigned to or subject 
to an obligation of assignment at the time the imention claimed in the present applieation 
was made. .Applicants note that Van Damme et al. indicates Agfa (ie\aert as assignee on 
its (ace. Furthermore, the present imention was subject to an obligation of assignment at 
the time the imention was made. Applicants direct the Office's attention to the 
recordation of assignment of the present application to Agfa (iexaerl. as recorded h\ the 
Office on l ebruarx 1. 2002. In \iew of the foregoing. Van Dammeet al. and the present 
application were "commonb owned" by Agfa (iexaert at the time of in\ ention of the 
subject matter of the pending claims. 
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I he application is considered in good and proper form tor allowance, and the 
Ixaminer is respectfully requested to pass this application to issue. If. in the opinion of the 
l.xaminer. a telephone conference would expedite the prosecution of the subject application, 
the l.xaminer is invited to call the undersigned attorney 


Respectful 1\ submitted. 


Salim A"4fasan. Re<> No. *X.]75 
LLYDKi. YOI I <fc \1.W1R. LTD. 
Two Prudential PI a/a. Suite 4900 
1 SO North Stetson 
Chicago. Illinois 60601-6780 
(312) 616-5600 (telephone) 
(312) 616-5700 (facsimile) 

Date: October 3. 2003 


